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DETAILED ACTION 
Election/Restrictions 

1 . Newly submitted claim 14 directed to an invention that is independent or distinct 
from the invention originally claimed for the following reasons: Claim 14 is directed to a 
method for manufacturing a boot by molding. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for 
prosecution on the merits. Accordingly, claim 14 is withdrawn from consideration as 
being directed to a non-elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351 (a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1-1 1 and 13 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Lepage et al. (6,457,265). Lepage '265 discloses a sports boot for gliding boards such 
as snowboard or skates, comprising a first part in a first material (rigid core 1 & 2, made 
from polyurethane with a shore hardness of 64) and a second part superposed on said 
first part and a second material (supple parts 1 1 & 12 made of polyurethane with shore 
hardness of 54) covering at least partially the rigid core, and reinforcement means (3, 4. 
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5, 6, 7, 8, 9, & 10), wherein the reinforcement means are at least partly formed by at 
least one frame In synthetic material internally reinforced with mineral or synthetic fibers 
positioned at least partially between said parts (see column 3, lines 58-67 and column4, 
lines 1-5). See Figures 1-3 embodiments. 

With respect to claim 2, see column 2, lines 63-64. 

With respect to claims 3-6, see column 3, lines 58-67 and column4, lines 1-5. 
With respect to claim 13, note frame/supports (6 & 9) , which extends above the 
heel and obliquely toward the bottom and the front of each side of the rigid core. 

Claim Rejections • 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. Claim 12 is rejected under 35 U.S.C. 103(a) as being unpatentable over Lepage 
'265 in view of Basso (US 2001/0018805). Lepage '265 as described above discloses 
all the limitations of the claims except for the rigid core comprising a frame (17) 
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extending transversely under the rigid core, between heel and toe, and obliquely 
rearward, on each side of the rigid core. Basso discloses a boot with a frame extending 
transversely under the core, between heel and toe, and obliquely reanward, on each 
side of the core, which will provide high forward bending inertia, and low lateral bending 
inertia desirable in snowboarding boots. Therefore, it would have been obvious to one 
of ordinary sl<ill in the art at the time the invention was made to provide a frame to the 
sports boot of Lepage '265 as taught by Basso to provide high forward bending inertia, 
and low lateral bending inertia. 

Response to Arguments 

7. Applicant's arguments filed August 01 , 2006 have been fully considered but they 
are not persuasive. 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e.. The frame (13) is fonned from rigid strip of synthetic material that is reinforced with 
mineral or synthetic fibers that are woven and embedded in a matrix of polyurethane 
and that the frame is formed by heat molding the reinforced matrix and then arranging It 
in the mild of the rigid core before this core is injected-molded) are not recited in the 
rejected claim(s). Although the claims are interpreted in light of the specification, 
limitations from the specification are not read into the claims. See In re Van Geuns, 988 
F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

With respect to applicant's argument that the frame in the instant invention is 
formed by heat molding the reinforced matrix separately and then arranging it in the 
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mold of the rigid core before tliis core is injection-molded, the determination of 
patentability in a product-by-process claim is based on the product itself, even though 
the claim may be limited and defined by the process. That is, the product in such a 
claim is unpatentable if it is the same as or obvious from the product of the prior art, 
even if the prior product was made by a different process. In re Thorpe, 777 F.2d 695, 
697, 227 USPQ 964, 966 (Fed. Cir. 1985). A product-by-process limitation adds no 
patentable distinction to the claim, and is unpatentable if the claimed product is the 
same as a product of the prior art. 

Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jila M. Mohandesi whose telephone number is (571) 
272-4558. The examiner can normally be reached on Monday-Friday 7:30-4:00 (EST). 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mickey Yu can be reached on (571) 272-4562. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
Art Unit 3728 
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